TH S OPI Nl ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten for
publication in a law journal and (2) is not binding precedent of the Board.
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Appl i cation 08/630, 304!

ON BRI EF

Bef ore COHEN, ABRAMS and STAAB, Adninistrative Patent Judges.

COHEN, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
and 11. dainms 2, 3, 5 through 8, 10, and 12 through 16, al

of the other clainms remaining in the application, stand

1 Application for patent filed April 10, 1996.
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all owed as indicated in the Advisory Action of Cctober 27,
1997 (Paper No. 10).

Appel l ants’ invention pertains to a unitized nonocoque
encl osure and to an equi pnent encl osure. An understandi ng of
the invention can be derived froma reading of clains 1 and
11, copies of which appear in APPENDI X A of the brief (Paper

No. 13).

As evi dence of obviousness, the exam ner has applied the
docunents |isted bel ow
Sal non 4,715, 502 Dec. 29, 1987

Ni | sson 4,754, 369 Jun. 28, 1988

The followng rejection is before us for review

Claims 1 and 11 stand rejected under 35 U.S.C. 8 103 as

bei ng unpatentabl e over Salnon in view of Nl sson.

The full text of the exam ner's rejection and response to
the argunent presented by appellants appears in the answer

(Paper No. 14), while the conplete statenent of appellants’
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argunment can be found in the brief (Paper No. 13).

In the brief (page 5), appellants indicate that clains 1
and 11 stand or fall together. Accordingly, we select claim1l

for

review and focus exclusively thereon, infra. See 37 CFR

1.192(¢c) (7).

OPI NI ON

In reaching our conclusion on the obviousness issue
raised in this appeal, this panel of the board has carefully
consi dered appellants’ specification, clains 1 and 11,2 the

appl i ed patents,® and the respective viewpoi nts of appellants

2 Read in Iight of the underlying disclosure (specification, page 7), we
understand claim 1l as setting forth “side” sections (i.e. two side sections) to support
the clained recitation of the sections formng a “continuous” corrugated structure

3 In our evaluation of the appl i ed patents, we have considered all of the

di scl osure thereof for what it would have fairly taught one of ordinary skill in the
art. See In re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA 1966). Additionally,
this panel of the board has taken into account not only the specific teachings, but also
the inferences which one skilled in the art woul d reasonably have been expected to draw
fromthe disclosure. See In re Preda, 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).
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and the exam ner. As a consequence of our review, we make the

determ nati on which foll ows.

W reverse the examner’s rejection of appellants’ claim
1. It follows that we |ikew se reverse the rejection of claim
11 since, as previously indicated, it stands or falls with

claim1.

The unitized nonocoque enclosure of claim1 requires,
inter alia, “side, top and bottom panel sections being
t hensel ves only
of corrugated netal and form ng a continuous corrugated

structure.”

We turn now to the evidence of obvi ousness.

The patent to Sal non addresses a tel ephone equi pnent rack
selectively adjustable to widths of 19 or 23 inches. As
depicted in Figure 2, for exanple, the rack conprises integra
U-shaped franme nenbers 22 and 24 joined by internally nested
upper and | ower channel connectors 26 and 28. Each of the

4
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frame nenbers 22 and 24, conprising an upright vertical side
channel and top and bottom horizontal channels, is formed from

a single bent channel piece.

The Ni |l sson patent teaches a cabinet that, according to
the patentee, is sufficiently strong to wthstand specified

nmechani cal stresses, “inter alia vibrations caused by

eart hquakes” (colum 2, lines 36 and 37). The cabi net
includes flat frame parts 1, 2 at the top and bottom,
respectively. Upstanding fastening cleats 3 are wel ded to each
short side of both frame parts 1 and 2, as depicted in Figs. 1
and 2. The cleats 3 are nade from steel sheet material which
is pressed into a “corrugated configuration” and wel ded to one
of the frane parts 1 and 2. Two box section end walls 4, each
wal | made up froman interior steel sheet 7 and an exterior
steel sheet 8 welded together, are placed over the cleats 3
and are renovably fastened thereto by elenents 6 (Figs. 1 and

3).

A collective review of the above evi dence of obvi ousness

readily reveals to us that this evidence woul d not have been

5
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suggestive of appellants’ invention to one having ordinary
skill in the art. This conclusion is reached by considering
the evidence al one, setting aside what appellants have taught
us in the present application. Wthout the benefit of

appel lant’s teaching, it is clear that the evidence, the

Ni | sson docunent, in particular, would clearly have not been
suggestive of an encl osure conprising side, top and bottom
panel sections being thensel ves only of corrugated netal and
form ng a continuous corrugated structure, as required by
claim1ll. It is for this reason that the rejection on appea

must be reversed.

NEW GROUND OF REJECTI ON

Under the authority of 37 CFR 1.196(b), this board enters

the foll owi ng new ground of rejection.

Caimlis rejected under 35 U.S. C. 112, first paragraph,
as bei ng based upon a specification which | acks descriptive

6
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support for the recitation of “strengthening cleats”.

As the record reveals, the recitation of “strengthening
cleats” was added to claim 1l (Paper No. 8) subsequent to the
final rejection. However, appellants’ specification, as
filed, only teaches a frame or cabinet w thout any added
i nternal supports or braces (page 1), w thout uprights or
addi tional structural or bracing nenbers (page 4), w thout
di stinct supporting uprights, |legs or other nmenbers (page 6),
and w thout separate uprights or supporting franme nenbers, or

special struts or internal structural nenbers (page 12).

In light of the above, we find no descriptive support in
the original disclosure for the specific negative recitation
in claiml of a enclosure without “strengthening cleats”. The
only “cleats” that we are aware of are the upstanding
fastening cleats 3 disclosed in the Nilsson reference, earlier

di scussed. As explained in Ex parte Grasselli, 231 USPQ 393,

394 (Bd. App. 1983), a clained negative limtation, which does
not appear in a specification, as filed, introduces new
concepts and viol ates the description requirenent of the first

7
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par agr aph of 35 U.S. C

§ 112.

REMAND TO THE EXAM NER

In the application file, we have found a patent to Hof man
et al. (U S Patent No. 5,364,178, issued Nov. 15,1994).4 It
does not appear that this docunent has been made of record in
the present application. This patent teaches a box-Ilike inner
framework 120 (Figs. 3 and 6) conprised of netal corrugated
panel s, providing a stronger frame which does not rely on an
outer housing or wapping for its structural integrity (colum
4, lines 7 through 23, and colum 6, line 66 to colum 7, line
9). W REMAND this application to the exam ner to nmake this
patent of record and to consider the patentability of
appel l ants’ cl ai ned subject nmatter in light of this patent and

ot her known prior art.

In summary, this panel of the board has reversed the

4 A copy of this patent is appended to this decision.

8
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rejection of claims 1 and 11 under 35 U . S.C. 8 103 as being
unpat ent abl e over Salnmon in view of Nilsson. Additionally, we
have i ntroduced a new ground of rejection for claim1 and
REMANDED t he application to the exam ner for the reason

I ndi cat ed above.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (CQct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
8§ 1.196(b) provides that, “A new ground of rejection shall not
be considered final for purposes of judicial review”

37 CFR 8§ 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DEC SI ON, nust exercise

one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be renmanded to the exam ner.

(2) Request that the application be reheard

9
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under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

REVERSED AND RENMANDED

37 CFR 1.196(b)

| RWN CHARLES COHEN )

Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
NEAL E. ABRAMS )
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

LAVWRENCE J. STAAB
Adm ni strative Patent Judge
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| CC/ ki s

Leonard Charl es Suchyta

BELL COVMUNI CATI ONS RESEARCH | NC
445 South Street

Morristown, NJ 07960
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